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DETAILEDACnON 

Response to Arguments 

1. Applicant's argtiments liled 24 Jantianj 2008 regarding tke rejection oi claim 1 
tinder 55USC§105 and claims 1-14 rejected provisionally under tke judicially created 
doctrine ol obviotisness-type double patenting kave been fully considered btit tkey are not 
perstiasive. 

DouhlePctientinS 

2. Tke nonstatutory double patenting rejection is based on a judicially created 
doctrine grotinded in ptiblic policy (a policy reflected in tke statute) so as to prevent tke 
tmjustified or improper timewise extension oi tke rigkt to exclude granted by a patent 
and to prevent possible karassment by multiple assignees. A nonstattitory obviousness^ 
type doxible patenting rejection is appropriate wkere tke conflicting claims are not 
identical, but at least one examined application claim is not patentably distinct from tke 
reference claim(s) because tke examined application claim is eitker anticipated by, or 
would kave been obvious over, tke reference claim(s). See, e.g.. In reBer^, 140 F3d 1428, 46 
USPQ2d 1226 (Fed. Qr. 1998); In re Goodman, 11 F3d 1046, 29 USPQ2d 2010 (Fed. Cir. 
1995); In re LonSi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 

F.2d 957, 214 USPQ 761 (CCPA 1982); In re Vosel, 422 F.2d 458, 164 USPQ 619 (CCPA 
1970); and In re ThorinSton, 418 F.2d 528, 165 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance witk 57 CFR 1.521(c) or 1.521(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided tke conflicting application or patent eitker is skown to be 
commonly owned witk tkis application, or claims an invention made as a result of activities 
undertaken witkin tke scope of a joint researck agreement. 

Effective Jantiary 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by tke assignee mtist f tilly comply witk 

57CFR5.75(b). 

Claims H9 are provisionally rejected under tke judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 10-12 of copending 
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Application No. 10/ 485,668. Although the conflicting claims are not identical, theij are 
not patentablij distinct from each other because a method lor imparting a salivation 
indixcing effect to a loodsttill preparation or an oral hygiene preparation by adding cis^ 
pellitorin is claimed. Althotigh each set of claims refer to different stereoisomers, it is 
reasonable to expect a similar saliva-inducing property with each. 

A novel useful compound that is isomeric with the prior art compotind is 
tinpatentable unless it possesses some unobvious or unexpected beneficial property not 
possessed by the prior art compound. In re Norris, 179 F.2d. 970, 84 USPQ 458 (CCPA 
1970). Therefore, it would have been obvious to one of ordinartj skill to expect similar 
properties of structurally similar compounds since they are sviggestive of one another. It 
has been held that a compotind, which is structurally isomeric with a compovmd of the prior 
art, is prima facie obvious absent unexpected results. In re Finely, 81 USPQ 383 (CCPA 

1949); 84 USPQ 458 (CCPA 1950). 

This is a provisional o bviousnesS'-tupe double patenting rejection because the 
conflicting claims have not in fact been patented. 
Applicant argties the following: 

• The instant compotinds are not stereoisomers of the compotinds disclosed in 

10/483,668. 
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• Tke properties of the compounds cannot he considered transferable Lecavise trans- 
pellitorin causes salivation and cis-pellitorin has a pungent taste. 

• Based on the percentage of trans^pellitorin used to induce salivation, one would not 
use the amount of cis-^pellitorin to obtain the sensory agent of the instant invention. 

Examiner's response 

• Stereoisomers fall into two broad classes: optical isomers and geometric {cis^ 
transJisouLers. Geometric isomers are a type of stereoisomerism in which a 
chemical group or atom occupies different spatial positions in relation to the 
double bonds. If the double bond is between two carbon atoms, the isomers are 
called c/sand ^ran& (Lewis, Richard J., Sr. (2002). Hawleij's Condensed 
Chemical Dictionary (14th Edition). John Wiley & Sons.) 

Applicant contrasts cis-pellitorin to the isomeric 2E,4E-decadienoic acid-N- 
isobutylamide on page 5, linesQ-lO in the specification. Based on applicants 
interpretation and the definition given in Hawley s Condensed Chemical Dictionary, the 
examiner was correct in stating cis-pellitorin and trans-pellitorin are stereoisomers. 

• Trans-pellitorin vs. Cis-pellitorin 

Both compotinds express salivating and pungency as being pellitorin based. The 
only difference between the compounds is how mvich of these characteristics are expressed 
in each compotinds. Therefore, one of ordinary skill in the art based on what is 
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coiiveiitioiiallij known about these compounds would expect cis^pellitorin to exhibit more 
of a pungent taste over trans^pellitorin, which exhi bits more of a salivating effect. 

Examiner note that it is obvioiis to optimize the amount at which trans^pellitorin 
and cis-pellitorin are added to the food composition so as to effectively redvice or eliminate 
the tinwanted ntimbing, burning, and spicy hot sensations because it was known at the time 
of the invention that trans-pellitorin and cis-pellitorin caiises these sensations. 

CIaimRefecti<ms^J5U5C§I(^ 

3. The following is a quotation of 55 U5.C. 105(a) which forms the basis for all 
obviovisness rejections set forth in this Office action: 

(a) A patent may not be obtained tkougb the invention is not identicallij disclosed or described as set fortk in section 102 of 
tkis title, if tke differences between tke subject matter sought tobe patented and tbe prior art are suck that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived h^ the manner in which the invention was made. 

4. Claims 1 19 rejected under 55 U.S.C. 105(a) as being unpatentable over Tanaka 
etal. 

Applicant argues the following: 

• Contrary to the suggestion in the Action, the starting products and the process of 
Tanaka et al. are not analogotis with the claimed process or starting products. 
The process disclosed in Tanaka et al. specilicalKj discloses the ethijl (2E, 4E) 
decadienoate as a prectirsor for the synthesis of pellitorine as an insecticidal 
compound. 



Application/Control Number. 10/518,074 Page 6 

Art Unit: 1621 

• Moireoveir, the process disclosed in Tanaka et al. specificallij carries out the 

alkaline hijdrolijsis of the ethyl (2E, 4E) decadienoate to produce the pure acid 
identified as Compotxnd Vll. The pure acid Compotxnd Vll is then reacted with 
isobtity 1 amine in the presence ol diethyl phosphorocy anidate in DMF to 
prodtice the pure pellitorine. There is no siiggestion in Tanaka et al. ol reacting 
the 2E, 4Z''decadiene acid ester with isohiityl amine in the presence ol a 
catalyst. Moreover, Tanaka et al. clearly fails to disclose or suggest a catalyst, 
which is capable of carrying out the reaction of the ester with isoktityl amine as 
in the claimed invention. 
Examiner's response 

Ethyl (2E, 4E) decadienoate as disclosed by Tanaka is the ethyl ester 
derivative of (2E, 4E) decadienoic acid which is analogoiis to the ethyl ester derivative of 
(2E, 4E) decadienoic acid in that they are both dienes. It has been determined that the 
mere use of different starting materials, whether novel or known, in a conventional process 
to prodtice the product one would expect therefrom does not render the process tinobviotis. 
Use of a known member of a class of materials in a process is not patentable if other 
members of the class were known to be useftil for that purpose. 

Once the general reaction has been shown to be old, btirden is on the applicant to 
present reason or aiithority for believing that a grotip on the starting compound would 
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take part in or affect the basic reaction and tkus alter tke nature of tlie product or 
operabilitij of the process. Applicant have not proven that the placement of the double 
bonds wotild in anyway hinder the process as disclosed by Tanaka the conversion of the 
ester grotip to an carboxamide group. 

Diethyl phosphorocyanidate in DMF is present as a catalyst in the reaction of VII 
with isobtityl amine. As to ethyl (2E, 4E) decadienoate only being a precursor for the 
synthesis of pellitorine as an insecticidal compound, pellitorin was originally discovered in 
Anacyclus pyrethrum. Ajiacyclus pyrethrum have been used in medicine since 
Dioscorides (an ancient Greek phijsician, pharmacologist and botanist from Anazarbvis, 
Cilicia, Asia Minor, who practiced in ancient Rome during the time of Nero, famous for 
writing a five volume book De Materia Medica that is a precursor to all modern 
pharmacopoeias, and is one of the most influential herbal books in history). 

Therefore, to argue the compounds disclosed by Tanaka et al are only insecticides 
and do not exhibit sensory properties is unsubstantiated. 

Conclusion 

5. TTilS ACnONISMADEHNAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for repkj to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of tkis final action and tlie ad visonj action is not 
mailed until after the end of the THREE-MONTIT shortened statutorij period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and anij 
extension fee purstiant to 57 CFR 1.156(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SKMONTHS from the mailing date of this final action. 

6. Ann inquiry concerning this communication or earlier communications from the 
examiner should be directed to DEBORAH D. CARR whose telephone number is 
(571)272^0657. The examiner can normally be reached on Monday ^Friday 850^5:00. 

If attempts to reach the examiner btj telephone are unsticcessful, the examiner s 
svipervisor, Yvonne Eyler can be reached on 571^272^0871. The fax phone number for the 
organization where this application or proceeding is assigned is 571''275''8500. 

Information regarding the statiis of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair'-direct.vispto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217^9197 (toll-free). If yoti wotild like assistance from a USPTO Customer Service 
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Representative or access to the automated inlormation system, call SOO-TSO-OIOO (IN 

USA OR CANADA) or 571^272^1000. 



/DeborakDCarr/ 
Primary Examiner 
Art Unit 1621 
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